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M chael E. Dergosits of Dergosits & Noah LLP for Wbrl dw se,
I nc.

Maureen L. Dall, Trademark Exam ning Attorney, Law Ofice
110 (Chris A F. Pedersen, Managi ng Attorney).

Bef ore Seeherman, Drost and Zervas, Adm nistrative
Trademar k Judges.

Opi nion by Zervas, Adm nistrative Trademark Judge:

An application was filed by Wrldw se, Inc. to
regi ster the mark CATNI PLOUNGER (i n standard character
form for “pet bed” in International Cass 20.' The
application is based on use in commerce under Trademark Act

Section 1(a), 15 U S.C 81051(a), and June 30, 2002 is

! Application Serial No. 76604027, filed July 19, 2004.
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alleged in the application as the date of first use of the
mar k anywhere and in comrerce.

The exam ning attorney has finally refused
regi stration under Section 2(e)(1) of the Trademark Act, 15
US C 8§ 1052(e)(1), on the ground that applicant's mark,
as applied to applicant's goods, is nerely descriptive of
such goods. Additionally, the exam ning attorney has
refused registration under Section 2(d) of the Trademark
Act, 15 U. S.C. 8§ 1052(d), on the ground that applicant's
mark so resenbles the previously regi stered mark LOUNGER

"2 also in

(in standard character form for “beds for pets,
International C ass 20, that, as used on applicant’s
identified goods, applicant's mark is likely to cause
confusion or m stake or to deceive.

Appl i cant has appealed the final refusals of its
application. Applicant and the exam ning attorney filed
opening briefs, but applicant did not request an oral
heari ng.

In the paragraphs that follow, we first consider the

Section 2(e)(1) refusal and then consider the Section 2(d)

refusal. Both refusals to register are affirned.

2 Regi stration No. 2388975, issued Septenber 26, 2000.
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Section 2(e)(1l) — Mere Descriptiveness

“Amark is nmerely descriptive if it ‘consist[s] nerely
of words descriptive of the qualities, ingredients or
characteristics of’ the goods or services related to the
mark.” In re Oppedahl & Larson LLP, 373 F.3d 1171, 71
usP2d 1370 (Fed. G r. 2004), quoting, Estate of P.D
Beckwith, Inc. v. Conm ssioner, 252 U S. 538 (1920). See
also In re MBNA Anerica Bank N. A, 340 F.3d 1328, 67 USPQd
1778 (Fed. G r. 2003). The test for determ ning whether a
mark is nmerely descriptive is whether it inmmediately
conveys information concerning a quality, characteristic,
function, ingredient, attribute or feature of the product
or service in connection with which it is used, or intended
to be used. 1In re Engineering Systens Corp., 2 USPQRd 1075
(TTAB 1986); In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB
1979). It is not necessary, in order to find a mark nerely
descriptive, that the mark descri be each feature of the
goods or services, only that it describe a single,
significant quality, feature, etc. 1In re Gyulay, 820 F.2d
1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In re Venture Lending
Associ ates, 226 USPQ 285 (TTAB 1985). Further, it is well-
established that the determ nation of nere descriptiveness
nmust be made not in the abstract or on the basis of

guesswork, but in relation to the goods or services for
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whi ch registration is sought, the context in which the mark
is used, and the inpact that it is likely to nmake on the
aver age purchaser of such goods or services. |In re Abcor
Dev. Corp., 588 F.2d 811, 200 USPQ 215 ( CCPA 1978).

As is imredi ately apparent upon perceiving applicant's
mark, the mark is a conbination of the words CATN P and
LOUNGER. This inpression is reinforced by applicant's
speci nen; CATNI P appears in light lettering on a dark
background and LOUNGER appears in dark lettering on a |light
background. Also, the initial letter in each word is in
upper case, and the remaining letters are in | ower case.

In view of this conbination of words, the exam ning
attorney argues as foll ows:
The evidence attached to the O fice Action

dated May 16, 2005 and the Final Ofice Action

dated July 25, 2005, which includes at |east 20

articles obtained via the Googl e® i nternet search

engi ne and five articles fromthe Lexi s/ Nexis®
conputeri zed dat abase, denonstrates that

‘“lounger’ is a termcomonly used to describe a

type of pet bed. Meanwhile, ‘catnip’ is a

feature of the applicant's pet beds. In this

regard, the applicant’s specinen specifically

says that the goods contain refillable catnip

pouches. \When conbined to formthe term

‘ CATNI PLOUNGER, * each of the individual terns

retains its descriptive nature. Therefore, the

conposite mark is descriptive. Brief at p. 8.

Applicant's speci nen of use makes cl ear that

applicant's goods include catnip. Specifically, the

speci nen of use states, “Adding Catnip Invites Cats To
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Lounge Or Play” and “Keep Interest Fresh Wth Refill abl e
Catni p Pouch.” (Capitalization in the original specinen.)
Thus, catnip is a significant feature of applicant's pet
beds. Further, the exam ning attorney’ s evi dence of
record, consisting of printouts fromthird-party websites,
results froman Internet search using the Google search
engi ne, and excerpts fromthe Nexis database,® establishes
prima facie that a “lounger” is a type of pet bed. The
follow ng are representative sanples of excerpts obtained
fromthird-party websites and excerpts fromfour of the
five articles obtained fromthe Nexis database:
Fromthird-party websites

Kitty Cat Lounger wth Punma Pattern

Every kitten would love this nodel kitty cat

| ounger .

(from ww. cozycatfurniture.com

Ot hopedi ¢ Pet Lounger

At | ast, a | ounger designed for maxi num confort

and security of the pet.

(fromww. petsmart.com

Personal i zed Faux Sheepskin Lounger for Cats
(fromww. petsmart.com

Reversi bl e Lounger Dog Bed
(from www. r adi of ence. com

® The examining attorney states that “[f]ive representative
articles [fromthe Nexis database were] attached” to the fina
Ofice action. W accord linmted weight to the fifth excerpt
because it is an excerpt froma wire service story — Nexis
excerpts fromw re services are generally accorded limted
probative val ue because it cannot be assuned that they have been
seen in a newspaper or periodical. |In re Patent and Tradenark
Services Inc., 49 USP@2d 1537 (TTAB 1998).
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TrendyPets Plain Dyed Chenille Dog Lounger
(from www. gpsdi rect. bi z)

Medi um Dog Lounger/ Cuddl er Bed
(from wmv. teri sstore. com?

From Nexi s dat abase

Products include collars, |eads, |eashes,

bandannas, pet |oungers and T-shirts

(fromOlando Sentinel (Florida), July 18, 2004)

Indy also |ikes “the cat |ounger attached to the

wi ndow in the living room | had to buy a second

one so the cats would have a place to nap.”

(from The Dall as Mrning News, June 7, 2003)

...includes a visit to a dog day spa, a photo

session with a professional photographer, a

doggi e | ounger and a dog |l eash with attached

light.

(from The Post - Standard, Syracuse, NY)

...has just the thing for tired dogs — a pet couch

that folds out to becone a | ounger ..

(fromThe M am Herald, Decenber 14, 1997)

Appl i cant has argued that the mark is not nerely
descriptive because LOUNGER has been registered for *beds
for pets” in Registration No. 2388975 (the registration
whi ch forns the basis of the Section 2(d) refusal) and
hence has been found by the O fice not nerely descriptive
of those goods. Applicant asserts that, in view of that
regi stration, CATNI PLOUNGER cannot be nerely descriptive of

the goods of the present application. Applicant's argunent

* This excerpt identifies the same itemas both a “lounger” and
a “bed.”
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I's not persuasive because while a termat its inception or
adoption, and registration, my be arbitrary or even
suggestive in character, it may subsequently cone to be
regarded by the purchasing public as nothing nore than a
descriptive designation for the goods on which it is used.
See Dewalt, Inc. v. Magna Power Tool Corp., 129 USPQ 275
(CCPA 1961). 1In this case, the record shows anple
descriptive use of “lounger” with respect to “pet bed[s].”
Also, it is well settled that the Ofice and the Board are
not bound by the decisions or actions of previous exam ning
attorneys, but instead nust decide each case on its own
record and nerits. In re Nett Designs, Inc., 236 F.3d
1339, 57 USPQ2d 1564 (Fed. Cir. 2001).

Applicant also cites to In re Colonial Stores, Inc.
157 USPQ 381 (CCPA 1968) involving the mark SUGAR & SPI CE
and argues that its mark has “another associative
connot ati on” besides the descriptive nmeaning of each
i ndividual termin the mark; and that “CATNI PLOUNGER coul d
mean a nunber of goods such as beds, pillows, futons, rugs
or bl ankets which either contain catnip, or which provide a
catni p odor, or which are colored or designed as catnip
| eaves, or any of these conbinations. CATNI PLOUNGER coul d
not be considered descriptive only of pet beds.” Brief at

unnunbered p. 3. (Enphasis in the original brief.)
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Appl i cant appears to be arguing that because there may
be ot her neani ngs of “lounger” as applied to other goods,
the mark is not merely descriptive of applicant's goods.
However, that a term nmay have other neanings in different
contexts is not controlling. In re Polo International
Inc., 51 USP@2d 1061 (TTAB 1999); In re Bright-Crest, Ltd.,
204 USPQ 591 (TTAB 1979). Merely because there are other
descriptive neani ngs of “lounger” does not render the term
registrable for applicant's goods and services. See In re
MBAssoci ates, 180 USPQ 338 (TTAB 1973). Wien the mark
CATNI PLOUNGER is viewed in connection with applicant’s
goods, nanely a pet bed that has a pouch for catninp,
consuners will inmediately understand CATNI PLOUNGER as
descri bi ng such products.

Further, although not entirely clear, it appears that
applicant, in citing In re Colonial Stores, supra, may be
arguing that even if the ternms “catnip” and “lounger” are
descriptive, the conbination of the two terns i s not
descriptive. It is true that a termwhich is created by
conbining two or nore unregistrable words may achieve
registration if, in conmbination, a new and different
comercial inpression is achieved and/or the term so
created inparts a bizarre or incongruous neaning as used in

connection with the goods or services. See In re Oppedahl
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& Larson LLP, supra; In re National Shooting Sports
Foundati on, 219 USPQ 1018 (TTAB 1983). However, this is
not the case here. W find that the mark in its entirety
is merely the sumof two nerely descriptive conponents and
is equally nerely descriptive in connection with
applicant's identified goods. The exercise of imagination
or thought is not required for prospective users of
applicant's goods to perceive readily the nerely
descriptive significance of the term CATNI PLOUNGER as it
pertains to applicant's goods. The term CATNI PLOUNGER
i mredi ately descri bes, w thout conjecture or speculation, a
feature or characteristic of applicant's goods, nanely,
that applicant's goods are pet |oungers which contain
catnip.°®
Section 2(d) — likelihood of confusion

Qur determ nation of the exam ning attorney's refusa
to register the mark under Section 2(d) of the Trademark
Act is based on an analysis of all of the facts in evidence

that are relevant to the factors bearing on the |ikelihood

® Applicant has observed that “despite apparent extensive online
searchi ng by the Exam ning Attorney, no instance could be found
where anyone has conbined ‘catnip’ and ‘lounger’ for any purpose
what soever let alone as a trademark to identify the source or
origin of pet beds.” Brief at unnarked p. 2. Applicant's
observation appears to be nore appropriate to an argunent that
its mark is not generic. However, evidence of use of the

conbi ned term“catni p |lounger” or “catniplounger” is not required
to prove that a termis nerely descriptive.
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of confusion issue. See Inre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Majestic Distilling Conpany, Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. See Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976). See also, In re Dixie Restaurants Inc., 105 F. 3d
1405, 41 USPQ2d 1531 (Fed. Cir. 1997).

The cited registration is for the mark LOUNGER. As we
stated in our discussion regarding the Section 2(e)(1)
refusal, the evidence of record — including the uses by
third parties of “lounger” to identify a type of pet bed -
shows that LOUNCGER has a descriptive connotation for pet
beds. However, because we nust accord the cited
regi stration the presunptions of Section 7(b) of the
Trademar k Act, for purposes of our |ikelihood of confusion
anal ysis, we consider the cited mark to be a highly
suggestive, rather than a nerely descriptive term \Wile
the registration is entitled to a very limted scope of
protection due to the highly suggestive nature of the mark,
it is still entitled to sonme protection. Here, applicant's

and registrant's goods are legally identical, with

10
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applicant's goods identified as “pet bed[s]” and

regi strant’ s goods identified as “beds for pets.”
Applicant's mark incorporates the entirety of registrant's
mark and is distinguished only by the addition of the
descriptive word CATNIP to registrant’s mark. Applicant

t hus has added a descriptive termto the highly suggestive
term LOUNGER, and uses the conbination on legally identical
goods. Even according the cited registration the limted
protection to which it is entitled, such protection stil
extends to prevent the registration of CATN PLOUNGER
Sinply put, the additional descriptive term CATNI P does not
suffice to distinguish the marks.

We add too that applicant's and registrant’s goods are
bot h i nexpensi ve goods whi ch nmay be purchased on i npul se.
See, e.g., printout fromww. petsmart.com show ng | oungers
for cats priced at $21.99. Wen products are inexpensive
and subject to inpulse buying, the risk of consumner
confusion increases because purchasers are held to a | esser
standard of purchasing care. See Recot, Inc. v. MC
Becton, 214 F.3d 1332, 54 USPQ2d 1894 (Fed. Cir. 2000).
Under such circunstances, the addition of the term CATN P
to the highly suggestive term LOUNGER certainly does not

serve to mtigate any |ikelihood of confusion.

11
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Appl i cant has argued that the record includes “a
pl ethora of users of” LOUNGER “for products related to
beddi ng and rel axati on which strongly cut agai nst
registrant’s ability to stop others fromidentifying the

source of such goods by ‘lounger.’” Brief at unmarked p. 2.
Applicant adds that “[i]t is inconceivable to applicant
that the Exami ning Attorney would cite page after page of
recitations of those using ‘lounger’ to describe products
for sleeping, |lounging or relaxing unrelated to registrant
on the one hand and yet assert that CATN PLOUNGER and
LOUNGER are confusingly simlar on the other.” Id.
Further, in the context of discussing the Section 2(e)(1)
refusal, applicant concludes that “the marks, as a whol e,
are weak bei ng somewhat suggestive, at a mninum of the
goods.” 1d. However, as the exam ning attorney has
poi nted out, weak marks too are entitled to protection
agai nst registration by a subsequent applicant of the sane
or simlar mark for the sane or closely related goods or
services. King Candy Co. v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108, 109 (CCPA 1974); In re
Col oni al Stores, 216 USPQ 793, 795 (TTAB 1982).

In view of the foregoing, and m ndful that in cases

such as the present one, where applicant’s and registrant’s

goods are identical, the degree of simlarity between the

12



Ser No. 76604027

marks which is required to support a finding of |ikelihood
of confusion is less than it would be if the goods were not
identical, Century 21 Real Estate Corp. v. Century Life of
Anerica, 970 F.2d 874, 23 USPQ2d 1698 (Fed. Cir. 1992), we
conclude that consuners famliar with registrant's “beds
for pets” offered under the mark LOUNGER would be likely to
bel i eve, upon encountering applicant's mark CATN PLOUNGER
for “pet bed[s],” and particularly pet beds that, as
applicant’s speci nens show, contain a pouch for catninp,
that they both originate with the sanme entity.

Decision: The refusal of registration under Section
2(d) of the Act is affirnmed. The refusal of registration

under Section 2(e)(1) of the Act also is affirned.
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